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DETAILED ACTION 

1. This action is responsive to the appKcation filed February 25, 2002. 

2. Claims 1-13 have been examined. 

Priority 

3. The priority date considered for this application is February 27, 2002, 
which is the filing date of the Application No. EP -1 890 053.0. A certified 
copy of the priority appHcation has been received and placed in the apphcation 
file. 

Oath/Declaration 

4. The Office acknowledges receipt of a properly signed oath/ declaration 
filed February 25, 2002. 

Information Disclosure Statement 

5. The Office acknowledges receipt of the Information Disclosure 
Statements filed on February 25 and June 19, 2002. They have been placed in 
the application file and the information referred to therein has been considered. 

Drawings 

6. The drawing filed February 25, 2002 is accepted by the examiner. 

Specification 

7. The following guidelines illustrate the preferred layout for the 
specification of a utility application. These guidelines are suggested for the 
applicant's use. 
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Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application 
should include the following sections in order. Each of the lettered items 
should appear in upper case, without underlining or bold type, as a section 
heading. If no text follows the section heading, the phrase "Not AppUcable" 
should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED 
RESEARCH OR DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH 
AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL 
SUBMITTED ON A COMPACT DISC. (See 37 CFR 1.52(e)(5) and MPEP § 
608.05. Computer program Ustings (37 CFR 1.96(c)), "Sequence Listings" (37 
CFR 1.821(c)), and tables having more than 50 pages of text are permitted to 
be submitted on compact discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX". (See MPEP § 
608.05(a). "Microfiche Appendices" were accepted by the Office until March 
1,2001.) 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed 
under 37 CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 



Application/Control Number: 10/084,756 
Art Unit: 2623 



Page 4 



(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE 
DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 
0 CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate 

sheet). 

(1) SEQUENCE LISTING. (See MPEP § 2424 and 37 CFR L821- 
L825. A "Sequence Listing" is reqviired on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1.821(a) and if the 
required ^'Sequence Listing" is not submitted as an electronic docxmient on 
compact disc). 

Since Applicant's arrangement of the specification does not specifically 
show a Background of the Invention section, the portion of Applicant's 
Specification from p.l, line 6 to p. 2, line 13 is interpreted to be equivalent to 
the Office's suggested Background of the Invention and the information 
described therein is thus considered to be and used as admitted prior art. 

8. The specification is objected to because of the following minor 
informalities: 

The tide of the invention is not descriptive. A new tide is required that 
is clearly indicative of the invention to which the claims are directed. 

Claim Objection 

9. Claims 1-13 are objected to because of the following minor informalities: 
Claims 1-13 

Since the numerals and abbreviations associated with the limitations 
recited in these claims are not used thereinafter to refer to the limitations in lieu 
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of the recitation of the entire limitation, they should be deleted to maintain 
consistency in the recitation of the limitations (e.g., at Hne 2 of claim 1, the 
numerals 1 and 2 refer to a recording device while the same numerals refer to 
playback devices at line 19) and improve readibilty of the claims. 

Claims 1, 10 and 12 

Claims 1 (line 11), 10 (line 11) and 12 (line 4) recite the adverb "[sic]". 
This adverb should be deleted. 

Claim Rejections - 35 USC §112 

10. The following is a quotation of the second paragraph of the 35 U.S.C. § 
112: 

The specification shall conclude with one or more claims particularly pointing out and distinctiy 
claiming the subject matter which the applicant regards as his invention. 

11. Claims 1, 2, 8, 10 and 11 are rejected under 35 U.S.C. §112 , second 
paragraph, as being indefinite for failing to particularly point out and distinctiy 
claim the subject matter which applicant regards as the invention. 

a. Lack of Proper Antecedent Basis 

i. the limitation "the played back link information item" 
recited in Claim 1 at lines 12 and 16 appears to lack proper 
antecedent basis; this limitation should be changed to - the link 
information item - in order to have proper antecedent basis. 

ii. the limitation "the recording carrier" recited in Claim 10 at 
lines 6 and 10 appears to lack proper antecedent basis. 

iii. the limitation "the playback information item" recited in 
Claim 10 at lines 13-14 appears to lack proper antecedent basis; 
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this limitation should be changed to - the coded playback 
information item - in order to have proper antecedent basis, 
iv. the limitation "the inquiry information item" recited in 
Claim 11 at Une 2 appears to lack proper antecedent basis; this 
limitation should be changed to - the playback authorization 
inquiry information item - in order to have proper antecedent 
basis. 

b. Vague and Indefinite 

The limitation "the playback device" recited in claim 2 (line 3) 
appears to be vague and indefinite because it is unclear as to which 
playback device (e.g., the playback device recited at line 10 of claim 1 or 
the playback devices recited at line 19; and if the playback devices at line 
19 are being referred to, which one these playback devices?). The same 
deficiency is also noted in claim 11 (line 12). 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
§ 102 that form the basis for the rejection under this section made in this 
Office action: 

A person shall be entitied to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

13. Claims 1-13 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
the admitted prior art (APA) of pages 1-2 of AppUcant's background. 
Applicant has admitted therein that document WO99/03277 published in 
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January 21, 1999 discloses a pay-per-view system which comprises an 
authorization device, a set top box (e.g., communication device) and a playback 
device and which appears to perform the bonus determining method claimed 
in this instant application. Hereinafter, the Office action relies on features 
described at p. 1, line 6 to p. 2, line 2 of Applicant's Specification and also on 
those described in the disclosure of the aforementioned document for the 
rejection of the claims. The 102 rejection is not to be construed to be a 
rejection over multiple references since the description at p.l, line 10 to p. 2, 
line 2 is interpreted to be a summary of the features and functions of the pay- 
per-view system described in WO99/03277. 

Claim 1 

APA discloses at least: 

recording a coded playback information item (p.l, line 9, e.g., "a 
chargeable film is stored as coded playback information"), and recording a 
link information item which identifies an authori^ng device authorised to grant a 
playback authori^tion for the coded playback information item (p. 1, lines 12-15), 
and recording at least one recorder identification information item on a recording 
carrier with the aid of the recording device^ the recorder identification information item 
identifying the recording device (p. 1, lines 19-21, e.g., "[i]f the user of the 
DVD unit has a valid account with the authorization device. . . the 
playback authorization for the chargeable film is then obtained. . it is 
noted that in order to verify that the account is valid, the DVD unit has 
to send a recorder identification number stored thereon for the 
authorizing device to check the validity of this id number)/ 
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obtaining a playback authorisation for the coded playback information item, 
played back with the aid of a playback device from the recording carrier or from a copy 
of the recording carrier , from the authorising device identified by the played back link 
information item, in order to permit a pay per view billing of a playback charge (p. 1 , 
lines 16-25); 

transferring the at least one recorder identification information item, played 
back from the recording carrier or from the copy of the recording carrier, to the 
authorising device identified by the played back link information item (p. 1, lines 
\6-25);and 

determining the bonus information item for the user of the recording device 
from the number of recorder identification information items transferred during a 
billing period from playback devices to the authorising device and identifying the 
recording device (p.l, line 26 to p. 2, line 2). 

Claim 5 

APA discloses at least a playback device (e.g., "DVD unit") for obtaining a 
playback authoris^ation for playing back (p. 1, lines, 18-19) a coded playback information 
(p. 1, line 9) recorded on a recording carrier (e.g., "DVD disk") having 

playback means (e.g., "DVD unit) for playing back the coded playback 
information item and for playing back a link information item which identifies an 
authorising device authorised to grant the playback authorisation for the coded playback 
information item, and for playing back at least one recorder identification information item 
from the recording carrier, the recorder identification information item identifying a recording 
device with the aid of which the coded playback information item was recorded on the recording 
carrier (p. 1, Une 6 to p. 2, Une 2), and having 



Application/Control Number: 10/084,756 
Art Unit: 2623 



Page 9 



communication means (e.g., "set top box'') for establishing a communication link, 
identified by the link information item y played back from the recording carrier, with the 
authorising device, in order to obtain the playback authorisation for the playback information 
item played back from the recording carrier, the communication means being designed for 
transferring the at least one recorder identification information item, played back from the 
recording carrier, to the authorising device (p. 1, line 6 to p. 2, line 2). 

Claim 10 

APA discloses, at least at p. 1, line 6 to p. 2, line 2, an authorising device (p. 
1, line 7) for granting a playback authorisation for playing back a coded playback 
information item with the aid of a playback device, and for determining a bonus information 
item (p.l, line 26 to p. 2, line 2) for a user of a recording device, having 

communication means (e.g., "set top box") for receiving a playback authorisation 
inquiry information item (p. 1, lines 16-25; as discussed in the rejection of claim 1, 
this feature is deemed inherent to the process of checking the vaUdity of the 
account described at p. 1, lines 19-21), which identifies the playback device and a coded 
playback information item provided by the playback device for playing back from the 
recording carrier, and which includes a recorder identification information item, the recorder 
identification information item identifying the recording device with the aid of which the coded 
playback information item provided for playing back was recorded on the recording carrier, 
and having 

authorising means for checking whether a successful pay per view billing of a playback 
charge is warranted for the user of the playback device and, in the event of a positive checking 
result, for billing the playback charge for playing back the playback information item, and for 
outputting a grant of playback authorisation information item to the playback device, and 
having bonus information determining means for determining the bonus information item for 
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the user of the recording device from the number of recorder identification information items 

transferred during a hilling period from playback devices to the authorising device and 
identifying the recording device (p.l, Une 10 to p.2, line 2). 

Claims 2, 6 and 11 

APA further discloses a recorder identification information item transferred to the 
authorising device from the playback device when the playback. authoriv(ation is obtained is 
only rated for determining the bonus information item for the user of the recording device when 
the authorising device has actually also granted the playback authorisation for this playback 
device (p.l, line 16 to p. 2, line 2). 

Claims 3, 7 and 13 

APA further discloses the link information item represents an Internet address of 
the authorising device, and in which both the obtaining of the playback authorisation from 
the authorising device, and the transferring of the recorder identification information item to 
the authorising device are performed via data lines of the Internet (p.l, Unes 13-15). 

Claims 4 and 12 

APA further discloses the authorising device stores user data for billing the 
playback charge to the user together with at least one recorder identification information item 
which identifies a recording device and/ or playback device of the user (p. 1 , line 26 to p. 2, 
line 2; it is noted that in order to allow specific users of the system a quantity 
rebate, user data for billing has to be stored on the database of the authorizing 
device). 



Claim 8 



Application/Conttol Number: 10/084,756 
Art Unit: 2623 



Page 11 



APA further discloses the playback means are designed for playing hack all those 
recorder identification information items recorded on the recording carrier, which identify all 
those recording devices which have contributed to creating the copy of the recording carrier 
played back by the playback device , and in which the communication means are designed for 
transferring all the recorder identification information items y played back from the recording 
carrier, to the authorit^ng device (WO99/03277, FIG. 1, items 2, e.g., DVHS video 
recorder and 3, e.g., DVD recorder; each has its own identification 
information). 

Claim 9 

APA further discloses recording means are provided which are designed for 
recording on the recording carrier the coded playback information item, the link information 
item and the recorder identification information item identifying the playback device 
(WO99/03277, FIG. 1, items 2, e.g., DVHS video recorder and 3, e.g., DVD 
recorder; each has its own identification information). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent 
to Applicant's disclosure. 

15. Any inquiry concerning this communication or earUer communications 
from the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba 
whose telephone number is (571) 272-3701. The examiner can normally be 
reached on Tuesday-Friday from 7:15 am to 5:35 pm. 

If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, John Miller can be reached at (571) 272-7353. 
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The fax phone number for the organization where this application or 
proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this 
application should be. directed to the TC 2600 Group receptionist (571) 272- 



Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http: / /pair-directuspto.gov . Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 
(866) 217-9197 (toll-free). 



2600. 




ANTONY NGUYEN-BA 
PRIMARY EXAMINER 



December 19, 2006 



